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THE MAILING DATE OF THIS COMMUNICATION. 
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Disposition of Claims 
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DETAILED ACTION 

1 . In view of the appeal brief filed on 4/26/2004, PROSECUTION IS 
HEREBY REOPENED, as set forth below. 

To avoid abandonment of the application, appellant must exercise one of 
the following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1.1 13 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be 
accompanied by a supplemental appeal brief, but no new amendments, affidavits 
(37 CFR 1.130, 1.131 or 1.132) or other evidence are permitted. See 37 CFR 
1.193(b)(2). 

2. Applicant's arguments with respect to claims 1-6 and 8-15 have been 
considered but are moot in view of new grounds of rejection. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
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the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

4. Claims 1 , 4, 5, 11 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maxwell U.S. Patent No. 5,805,81 0[hereinafter Maxwell]. 
As per claim 1, Maxwell discloses a mail delivery apparatus for delivery of mail to 
users physical address (intended recipient's physical address) comprising: a print 
server (see fig. 2, element 18) which includes: a storage device (see fig. 2, 
element 18); and a processor connected to the storage, device (see fig.2, 
element 18), the storage device storing: 

a program for controlling the processor ( see col. 3, lines 20-33 and see col.5, 
lines 1860); and 

■ the processor operative with the program to receive an electronic 
message that includes message attributes including a message recipient 
and printer criteria (i.e. printer proximity) (see col. 13, line 33 to col. 14, line 
67); 

■ determine a recipient physical address responsive to the message 
recipient attribute contained within the electronic message (see col. 13, 
lines 33-50); 
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■ determining a printer location near or proximate or closest to the recipient 
of the electronic content ), (see col. 13, line 33 to col. 14, line 67). 

■ selecting a printer location near the recipient of the electronic mail (see 
col. 13, line 33 to col. 14, line 67) and 

■ sending the electronic content to the selected printer location (see col.1 3, 
line 33 to col. 14, line 67). 

Maxwell is silent the details such as: 

compare the message recipient physical address with the plurality of 
printing locations. 

Nonetheless, comparing the message recipient physical address with plurality of 
printing location would have been an obvious modification if not inherent to 
Maxwell's system. Furthermore, Maxwell teaches an apparatus for receiving an 
electronic message which includes a sender and recipient identifiers, locates in a 
recipient database an identifier for the recipient, generates a mail object from the 
electronic message and sends the mail object to a printer station near the 
physical address of the recipient (see col. 3, lines 20-34 and col. 14, lines 35-67). 
Hence, one having ordinary skill in the art would readily recognized by sending 
the mail object to a printer location near the physical address of the recipient 
Maxwell's system compares the message recipient physical address with the 
plurality of printing locations. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to compare the 
message recipient physical address with the plurality of printing locations in order 
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route the mail object the closest printing station to the electronic mail recipient, 
thus ensuring mail object be received in a timely manner. 



In considering claim 4, Maxwell discloses a system, wherein the database further 
including a plurality of advertisements, advertising attributes and recipient 
demographics, in which the processor is further operative with the program to 
attach the selected advertisements to the electronic message (see col. 14, lines 
30-35). 



As per claim 5, Maxwell discloses a method for converting an electronically 
generated message to a physical mail object to be delivered to a mail recipient 
physical mail address delivery comprising: 

■ accessing an intermediate node (print server) from a sender's node on a 
global communication network (see fig. 2, and col. 5, lines 43-60) 

■ after accessing the intermediate node including, transmitting information to 
the intermediate node including message, message recipient and printing 
criteria (i.e. printer proximity) (see col. 13, line 33 to col. 14, line 67); 

■ determine a recipient physical address responsive to the message 
recipient attribute contained within the electronic message (see col. 13, 
lines 33-50); 

■ locating in a database the physical address information of the mail object 
(see col. 3, lines 20-34 and col. 14, lines 35-67). 
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determining a printer location near or proximate or closest to the 



recipient of the electronic content ), (see col. 13, line 33 to col. 14, line 67). 

■ selecting a printer location near the recipient of the electronic mail (see 
col. 13, line 33 to col. 14, line 67) and 

■ sending the electronic content to the selected printer location (see col. 13, 
line 33 to col. 14, line 67). 

Maxwell is silent the details such as: 

compare the message recipient physical address with the plurality of 
printing locations. 

Nonetheless, comparing the message recipient physical address with plurality of 
printing location would have been an obvious modification if not inherent to 
Maxwell's system. Furthermore, Maxwell teaches an apparatus for receiving an 
electronic message which includes a sender and recipient identifiers, locates in a 
recipient database an identifier for the recipient, generates a mail object from the 
electronic message and sends the mail object to a printer station near the 
physical address of the recipient (see col. 3, lines 20-34 and col. 14, lines 35-67). 
Hence, one having ordinary skill in the art would readily recognized by sending 
the mail object to a printer location near the physical address of the recipient 
Maxwell's system compares the message recipient physical address with the 
plurality of printing locations. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to compare the 
message recipient physical address with the plurality of printing locations in order 
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route the mail object the closest printing station to the electronic mail recipient, 
thus ensuring mail object be received in a timely manner. 



As per claim 1 1 , Maxwell discloses a method for using a computer to facilitate 
communication between a message sender and at least one intended recipient 
comprising 

■ inputting into a computer a message; (see fig. 2, col. 3, lines 20-34 and 
col. 5, lines 43-60). 

■ inputting into a computer a recipient physical address corresponding to the 
intended recipient of the message (see col. 3, lines 20-34 and col. 14, 
lines 35-67). 

■ outputting the message and the recipient physical address electronically to 
a mail server (see fig. 2, and col. 5, lines 43-60). 

■ distributing the message to a selected one of the plurality of printing 
locations (col. 5, lines 43-60) 

■ printing the message at the selected one of the plurality of sending the 
electronic content to the selected printer location (see col. 13, line 33 to 
col. 14, line 67). 

Maxwell is silent the details such as: 

compare the message recipient physical address with the plurality of 
printing locations. 

Nonetheless, comparing the message recipient physical address with plurality of 
printing location would have been an obvious modification if not inherent to 
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Maxwell's system. Furthermore, Maxwell teaches an apparatus for receiving an 
electronic message which includes a sender and recipient identifiers, locates in 
a recipient database an identifier for the recipient , generates a mail object from 
the electronic message and sends the mail object to a printer station near the 
physical address of the recipient (see col. 3, lines 20-34 and col. 14, lines 35-67). 
Hence, one having ordinary skill in the art would readily recognized by sending 
the mail object to a printer location near the physical address of the recipient 
Maxwell's system compares the message recipient physical address with the 
plurality of printing locations. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to compare the 
message recipient physical address with the plurality of printing locations in order 
route the mail object the closest printing station to the electronic mail recipient, 
thus ensuring mail object be received in a timely manner. 

In considering claim 12, Maxwell discloses a system, wherein the step 
determining of determining proximity of plurality of printing location to the 
recipient of physical address (see col. 14, lines 1-67). 

Claim Rejections - 35 USC 1 103 
2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 
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3. Claims 2, 6, 8, 9, and 13, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maxwell as applied to claims 1 , 5 and 1 1 above and further in 
view of Yacoub U.S. Patent No. 6,452,692[hereinafter Yacoub]. 
As per claim 2, Maxwell is silent regarding: the print server further 
query the printing locations having a desired set of attributes responsive to the 
printing criteria responsive to the printing criteria contained with electronic 
message and receive replies from the printing locations responsive to the query. 
Yacoub, in analogous art discloses a print server system for receiving 
preference for print jobs including: 

the database contains attributes of a plurality of printing locations (see col. 14, 
lines 17-67); 

receiving print criteria (attributes) (see the abstract); query the printing locations 
having a desired set of attributes responsive to the printing criteria attributes 
contained within the print request (see the abstract and fig. 2, lines 28-60). select 
one of the printing locations (see the abstract and fig. 2, lines 28-60); and send 
the electronic message to the selected printing location (see the abstract and fig. 
2, lines 28-60). Therefore, it would have been obvious to having ordinary skill in 
the art presented with teaching of Yacoub to Modify Maxwell by utilizing the print 
job processing mechanism as taught by Yacoub in order to enable network users 
to only choose job-relevant preferences such as the quality and speed without 
having to determine which printer to send the print job [see col. 2, lines 17-20]. 



As per claim 6, Maxwell is silent regarding: the print server further 
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query the printing locations having a desired set of attributes responsive to the 
printing criteria responsive to the printing criteria contained with electronic 
message and receive replies from the printing locations responsive to the query. 
Yacoub, in analogous art discloses a print server system for receiving 
preference for print jobs including: 

the database contains attributes of a plurality of printing locations (see col. 14, 
lines 17-67); 

receiving print criteria (attributes) (see the abstract); query the printing locations 
having a desired set of attributes responsive to the printing criteria attributes 
contained within the print request (see the abstract and fig. 2, lines 28-60). select 
one of the printing locations (see the abstract and fig. 2, lines 28-60); and send 
the electronic message to the selected printing location (see the abstract and fig. 
2, lines 28-60). Therefore, it would have been obvious to having ordinary skill in 
the art presented with teaching of Yacoub to Modify Maxwell by utilizing the print 
job processing mechanism as taught by Yacoub in order to enable network users 
to only choose job-relevant preferences such as the quality and speed without 
having to determine which printer to send the print job [see col. 2, lines 17-20]. 

In considering claims 8, Yacoub, discloses a system, wherein the information 
about the printer includes geographic location, printing capability or capacity (see 
col. 14, lines 17-67). 
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In considering claim 9, Yacoub, discloses a system, wherein the information 
about the printer includes geographic location, printing capability or capacity (see 
col. 14, lines 17-67). 

As per claim 13, Maxwell is silent regarding: the print server further 
query the printing locations having a desired set of attributes responsive to the 
printing criteria responsive to the printing criteria contained with electronic 
message and receive replies from the printing locations responsive to the query. 
Yacoub, in analogous art discloses a print server system for receiving 
preference for print jobs including: 

the database contains attributes of a plurality of printing locations (see col. 14, 
lines 17-67); 

receiving print criteria (attributes) (see the abstract); query the printing locations 
having a desired set of attributes responsive to the printing criteria attributes 
contained within the print request (see the abstract and fig. 2, lines 28-60). select 
one of the printing locations (see the abstract and fig. 2, lines 28-60); and send 
the electronic message to the selected printing location (see the abstract and fig. 
2, lines 28-60). Therefore, it would have been obvious to having ordinary skill in 
the art presented with teaching of Yacoub to Modify Maxwell by utilizing the print 
job processing mechanism as taught by Yacoub in order to enable network users 
to only choose job-relevant preferences such as the quality and speed without 
having to determine which printer to send the print job [see col. 2, lines 17-20]. 
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In considering claim 14, Yacoub, discloses a system, wherein the information 
about the printer includes geographic location, printing capability or capacity (see 
col. 14, lines 17-67). 



4. Claims 3 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maxwell as applied to claims 1 and 1 1 above and further in view of Heiden 
U.S. Patent No. 6,408,286[Heiden]. 

In considering claim 3, although, Maxwell and Yacoub disclose substantial 
features of the claimed invention, they are silent the database: storing a user 
record, said record having a counter measuring use of the mail delivery system 
and operative with a promotional program to effect awarding of prizes to the user. 
Heiden in analogous art, discloses a system a promotional program used within 
mail delivery system, including a user record which contains plurality of 
demographic information and/or indications of the behavior or status of the target 
audience or users (i.e. income or age and other statistics which could obviously 
include a measure of the system usage) (see col. 7, lie 30 to col. 8, line 67). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention presented with the teaching of Heiden to modify the system 
presented by Maxwell and Yacoub by employing the product distribution 
mechanism with promotional program as taught by Heiden such that user can be 
rewarded with their frequent interaction with the system, thereby enhancing the 
mail distribution system productivity. 
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5. Claim 10, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maxwell U.S. Patent No. 5,805,810, and Yacoub U.S. Patent No. 6,452,692 as 
applied to claim 6 above, and further in view of Heiden U.S. Patent No. 
6,408,286[hereinafter Heiden]. 

In considering claim 10, although, Maxwell and Yacoub disclose substantial 
features of the claimed invention, they are silent the database: storing a user 
record, said record having a counter measuring use of the mail delivery system 
and operative with a promotional program to effect awarding of prizes to the user. 
Heiden in analogous art, discloses a system a promotional program used within 
mail delivery system, including a user record which contains plurality of 
demographic information and/or indications of the behavior or status of the target 
audience or users (i.e. income or age and other statistics which could obviously 
include a measure of the system usage) (see col. 7, lie 30 to col. 8, line 67). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention presented with the teaching of Heiden to modify the system 
presented by Maxwell and Yacoub by employing the product distribution 
mechanism with promotional program as taught by Heiden such that user can be 
rewarded with their frequent interaction with the system, thereby enhancing the 
mail distribution system productivity. 

In considering claim 15, although, Maxwell and Yacoub disclose substantial 
features of the claimed invention, they are silent the database: storing a user 
record, said record having a counter measuring use of the mail delivery system 
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and operative with a promotional program to effect awarding of prizes to the user. 
Heiden in analogous art, discloses a system a promotional program used within 
mail delivery system, including a user record which contains plurality of 
demographic information and/or indications of the behavior or status of the target 
audience or users (i.e. income or age and other statistics which could obviously 
include a measure of the system usage) (see col. 7, lie 30 to col. 8, line 67). 
Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention presented with the teaching of Heiden to modify the system 
presented by Maxwell and Yacoub by employing the product distribution 
mechanism with promotional program as taught by Heiden such that user can be 
rewarded with their frequent interaction with the system, thereby enhancing the 
mail distribution system productivity. 

CONCLUSION 

6. The prior art made of record and not relied upon is considered pertinent to 
the applicant's disclosure. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Salad E Abdullahi whose telephone number 
is 703-308-8441. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on 703-305-4792. The fax phone 
number for the organization where this application or proceeding is assigned is 
703-872-9306. 
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8. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Any response to this action should mailed to: 

Box AF 

Commissioner of Patents and Trademarks 
Washington, DC 20231 
orfaxedtoU703) (872-9306). 




'AbfitJilahi Satad 
Examiner Au 2157 
6/6/2004 



